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Art Unit: 2627 

DETAILED ACTION 

This action is in response to the amendment filed on 9/5/2006 and appeal brief filed on 
2/26/2007. 

The appeal brief presented arguments with respect to the lack of requested support for an 
Official Notice regarding a rejection of claim 8. Prosecution is reopened in view of this 
argument. The rejection of claim 8 now contains the proper support for the Official Notice taken 
in the Non-Final rejection. 

Drawings 

The drawings were received on 9/5/2006. 

Specification 

The amendment to the specification filed on 9/5/2006 is acknowledged and entered. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-3, 5, 6, 9-18 and 27-29 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Satoh (US 5119363). 

Regarding claim 1, Satoh discloses an optical storage medium, comprising: a disk-like 
body (fig. 2); and at least one optically detectable mark on the disk-like body (fig. 5a), the at 
least one optically detectable mark being readable by a plurality of different optical systems 
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configured for different types of optical storage media (col. 5 lines 61-66 and col. 1 1 lines 3- 
16). 

Regarding claim 2, Satoh discloses wherein the at least one optically detectable mark is 
located on a buried layer of the optical storage medium (9, fig. 6). 

Regarding claim 3, Satoh discloses wherein the buried layer is a non-data layer of the 
optical storage medium (6, fig. 3A). 

Regarding claim 5, Satoh discloses wherein the at least one optically 
detectable mark is located on a surface of the optical storage medium (figs. 5a, 5b). The surface 
of the disk is indented with the marks. 

Regarding claim 6, Satoh discloses wherein the at least one optically 
detectable mark is located within a non-user-data area of the optical storage 
medium (9, fig. 4). 

Regarding claim 9, Satoh discloses wherein the at least one optically 
detectable mark is uniform in width along an axis coinciding with a radius of 
the optical storage medium (W, fig. 4). 

Regarding claim 10, Satoh discloses wherein the at least one optically 
detectable mark is shaped approximately like a sector of an annulus (figs. 5a, 5b). 

Regarding claim 1 1, the claim is interpreted in view of the objection to the drawings 
applied above. Satoh discloses wherein the detectable has a trapezoidal shape (fig. 5a) 

Regarding claim 12, Satoh discloses wherein the disk type is of a CD (figs. 3-1 1). Satoh 
discloses that the disk type can contain digital video data (DVD) or TV video data (CD). 
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Regarding claim 13, Satoh discloses a method for determining the type of an optical 
storage medium (col. 5 lines 61-66 and col. 1 1 lines 3-16), comprising: reading, from the optical 
storage medium using an optical system (col. 9 lines 8-10), at least one optically detectable 
mark that is readable by a plurality of different optical systems configured for different types of 
optical storage media (col. 5 lines 61-66 and col. 1 1 lines 3-16); and interpreting the at least one 
optically detectable mark to identify 
the type of the optical storage medium (col. 1 1 lines 3-16). 

Regarding claim 14, Satoh discloses wherein the optical storage medium comprises a 
circular disc and the at least one optically detectable mark comprises a band of optically 
detectable marks disposed around a circle concentric with the 
circumference of the optical storage medium (figs. 5 A, 5b and M1-M8 fig. 8). 

Regarding claim 15, Satoh discloses wherein the optically detectable marks comprising 
the band are uniformly spaced (q2, fig. 9a, 9b). 

Regarding claim 16, Satoh discloses wherein the optically detectable marks comprising 
the band are spaced sufficiently far apart to be detectable by an optical 

system achieving a predetermined largest expected focus spot (col. 1 lines 66 thru col. 2 lines 1 - 
3). Satoh uses the index marks in order to reduce the effect of having to use a tiny light spot 
for detection. 

Regarding claim 17, Satoh discloses wherein interpreting the at least one optically 
detectable mark to identify the type of the optical storage medium comprises 
measuring the spacing of the optically detectable marks comprising the band (col. 6 lines 37- 
56). 
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Regarding claim 18, Satoh discloses wherein interpreting the at least one optically 
detectable mark to identify the type of the optical storage medium comprises 
measuring at least one dimension of the at least one optically detectable mark (col. 6 lines 49- 
56). 

Regarding claims 27 and 29, Satoh discloses an optical device, comprising: an optical 
system to read (fig. 10), from an optical storage medium (fig. 11a), at least one optically 
detectable mark that is readable by a plurality of different optical systems configured for 
different types of optical storage media; and logic (fig. 12) configured to interpret the at least 
one optically detectable mark (col. 5 lines 61-66 and col. 1 1 lines 3-16). 

Regarding claim 28, Satoh discloses wherein the optical device comprises at 
least one of a CD device and computer optical drive (fig. 10). 

Claims 1, 2 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by Kobayashi 
(US 6278672). 

Regarding claim 1 , Kobayashi discloses an optical storage medium, comprising: a disk- 
like body (D, fig. 1); and at least one optically detectable mark on the disk-like body (12, fig. 
7b), the at least one optically detectable mark being readable by a plurality of different optical 
systems configured for different types of optical storage media (fig. 6 and fig. 4). 

Regarding claim 2, Kobayashi discloses wherein the at least one optically detectable 
mark is located on a buried layer of the optical storage medium (12, fig. 7b). 

Regarding claim 4, Kobayashi discloses wherein the buried layer is a data 
layer of the optical storage medium (12, fig. 7b). 
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Claims 1, 7 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Hayashi 
(US 5684773). 

Regarding claim 1, Hayashi discloses an optical storage medium, comprising: a disk-like 
body; and at least one optically detectable mark on the disk-like body, the at least one optically 
detectable mark being readable by a plurality of different optical systems configured for different 
types of optical storage media (col. 12 lines 34-46). 

Regarding claims 6 and 7, Hayashi discloses wherein the non-user-data area comprises a 
. lead-in area of the optical storage medium (col. 12 lines 34-36). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hayashi (US 
5864773) in view of Yoon (US 6772429). 

Regarding claim 8, Hayashi discloses everything claimed as applied above (see claim 6 
above). Hayashi fails to disclose wherein an optically detectable mark is located in a lead-out 
area of a disk. Yoon (US 6772429) discloses a lead-out area with an optically detectable mark 
(130, fig. 5). It would have been obvious to one of ordinary skill in the art to modify the 
recording medium disclosed by Hayashi by providing a lead-out area with an optically 
detectable mark. The rationale is as follows: One of ordinary skill in the art at the time of the 
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applicant's invention would have been motivated to provide a lead-out area with an optically 
detectable mark in order to provide a guard area for the disk (see Yoon, col. 4 lines 66-67 
through col. 5 lines 1-9). 

Response to Arguments 

Applicant's arguments filed 9/5/2006 have been fully considered but they are not 
persuasive. Applicant's arguments with respect to the optically detectable mark being optically 
readable by a plurality of different optical systems is not persuasive because a recitation of the 
intended use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the claim. 

In the instant case, the marks disclosed by Satoh are optically detectable and are readable 
by a plurality of different optical systems due to their structure. Satoh discloses that the marks 
are detectable and readable using an incoherent light source, such that light does not have to be 
focused in order to read the marks. The size of the marks allows them to be read and detected by 
unfocused light, and as a result they are fully capable of performing the intended use claimed. 
That is, since the structure of the marks makes them capable of being read by different optical 
devices, since light does not have to be focused and a particular laser light source does not have 
to be used, the marks of Satoh are structural equivalents to those claimed. 

Similarly, the marks of Kobayashi and Hayashi are formed such that they can be read by 
the device prior to discriminating the type of medium they are formed on. As a result, these 
marks are fully capable of the intended use claimed by applicant because an optical system that 
is configured to read any one of the types of the discs that are disclosed in Kobayashi and 
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Hayashi would be capable of reading the discrimination marks. For example, Hayashi discloses 
providing a discrimination mark for a CD/DVD device that also discriminates for different DVD 
type discs. The discrimination mark is fully capable of being read by different optical systems 
because the optical systems (i.e. DVD, DVD-R, DVD-Ram systems) disclosed within the single 
device of Hayashi are each capable of reading the common disc discrimination mark. That is, 
the disc discrimination mark is structurally formed such that the variables changes among the 
different optical systems for reading the different types of DVD's, does not affect the capability 
of the device to read the discrimination mark. Similarly, Kobayashi discloses wherein a mark is 
formed on a disc such that the S shape characteristic of a focus signal reproduced from the disc 
discriminates the type of disc. The optical systems of Kobayashi for reading different types of 
CD's are all capable of reading the discrimination information read through the focus signal, and. 
therefore, different optical systems are capable of reading the discrimination marks using the 
method of Kobayashi. 

Applicant's request for support of the rejection of claim 8 is acknowledged. The 
rejection of claim 8 above presents support for the Official Notice taken in the previous non-final 
rejection. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 



date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tawfik Goma whose telephone number is (571) 272-4206. The 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Korzuch can be reached on (571) 272-7589. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance fi"om a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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